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UNITED STATES CIRCUIT COURT OF APPEALS 
G. & C. Merriam Co. v. SAALFIELD. 
(190 Fed. Rep., 927.) 
Sixth Circuit, October 28, IQrt. 


UnrFair COMPETITION-—J UDGMENT—REsS JUDICATA. 
One who takes over the business of another, pending a suit against 

the latter for unfair competition, is bound by the decree subsequently 

entered against the defendant in such suit. 

UNFAIR COMPETITION—EFFECT OF JUDGMENT. 

\ decree entered in a prior suit, enjoining the defendant from the 
use of the name “Webster” in the sale of his dictionaries, except in 
connection with an explanatory notice, the form of which is prescribed, 
is not conclttsive of the rights of the parties in a new suit based upon 
trespasses other than those involved in the former case. 
INJUNCTION—TERRITORIAL LIMITATION. 

The courts of one circuit have no power to enforce the decree of 
another circuit, entered in a suit to enjoin unfair competition. An 
independent suit must be instituted in each cireuit, to enjoin wrongful 
acts committed there 
UNFAIR COMPETITION—UsE OF PROPER NAME. 

The name Webster having acquired a secondary meaning as in- 
dicating the dictionaries published by complainant, the use of that name 
by another, must be accompanied with such explanation as will inform 
the purchaser that the dictionaries sold by him are not the publications 
of the complainant, although the copyrights under which the latter 
enjoyed a monopoly of the publications have expired. 
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Appeal from the Circuit Court of the United States for the 
Eastern Division of the Northern District of Ohio. 


Frank F. Reed and William B. Hale (Charles N. Judson 
and Edward S. Rogers, on the brief), for appellant. 
George F. Bean and Charles R. Miller, for appellee. 


Before SEVERENS and KNApPEN, Circuit Judges, and Mc- 
Cau, District Judge. 


SEVERENS, Circuit Judge.—This is a suit by bill in equity, 
brought by the above-named complainant, the G. & C. Merriam 
Company, against the defendant, Saalfield, wherein the com- 
plainant alleges that for a long period of time it has been engaged 
in the publication and sale of a series of dictionaries, some large 
and comprehensive, and others abridgments thereof, all founded 
on the original dictionary prepared and published by Noah Web- 
ster, and severally bearing the name and. title of “Webster's 
Dictionary.” From this long use of that name in association with 
the name of the complainant, it is claimed that the distinctive 
name “Webster” has acquired a secondary meaning, and has long 
since come to be known, and is still known, by the public to 
signify the dictionaries published by the complainant. And there- 
upon the bill charges that the defendant is publishing and selling 
a parallel series of dictionaries, purporting to be Webster’s dic- 
tionaries, and bearing his name prominently on the title page 
and backs thereof, and is advertising his publications to the public 
as genuine Webster's dictionaries, without any recognition of 
the prior right of complainant. And it is claimed that this action 
of the defendant is intended to, and in fact does, lead the public 
to understand that his dictionaries are the genuine Webster's 
dictionaries published and sold by the complainant, and that by 
this alleged fraudulent conduct the public is deceived and in- 
duced to purchase the defendant’s dictionaries, whereby the com- 
plainant’s business is greatly injured. 

It appears from the record that the dictionaries of the com- 
plainant, which at the time of the commencement of this suit 
were being published and sold, and which are supposed to be 
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counterfeited by the defendant’s dictionaries, have been copy- 
righted, but that these copyrights had expired. At all events, 
nothing is now claimed from any infringement of copyrights, 
and the case is planted solely upon the charge of unfair competi- 
tion in business. [But the fact that they have enjoyed the ex- 
clusive privileges afforded by the copyright law is one of much 
importance; for after that the exclusive privilege of the pub- 
lisher is gone. He has agreed that it should be, as the price of 
the protection he has been accorded; and it is not now to be 
doubted that the name of the author is part and parcel of the 
matter copyrighted. 

The case was brought to the attention of the Circuit Court 
by a motion for a preliminary injunction. but at the hearing 
thereof the case was by stipulation of counsel submitted as upon 
final hearing on the pleadings and proofs; it being agreed that 
the affidavits already filed should be treated as depositions, and 
certain other specified depositions taken in a case formerly de- 
pending in the Circuit Court of the United States for the District 
of Massachusetts between the present complainant and one Geo. 
W. Ogilvie should be considered as if taken regularly in the case 
before the court. The case was thereupon fully heard by Judge 
Tayler, who presided. The bill was dismissed, the court being of 
opinion that the present controversy was concluded by the decree 
of the court in the Massachusetts case above referred to; it ap- 
pearing that Saalfield was in privity with Ogilvie, who, as has 
been stated, was a party to the former suit, and that, as the court 
thought, the issues were the same as in the present case. The 
opinion of the court, which comes up with the transcript, indicates 
that the court, considering the facts to be the same as in the 
former suit, forbore to further consider the merits. 

The case in the Massachusetts court comprehended an ori- 
ginal bill filed by Ogilvie against the Merriam Company for the 
purpose of protecting his right to publish and sell a comprehen- 
sive dictionary which he was about to publish under the title of 
“Webster's Imperial Dictionary.” It was therein complained 
that the Merriam Company was publicly denying the right of the 
complainant to publish the dictionary with that title and threaten- 
ing to prosecute all persons engaged in the publication or sale 
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thereof. The Merriam Company answered the bill, and claimed 
to justify its opposition to the publication of the dictionary of the 
complainant upon the ground that it, the Merriam Company, had 
acquired by long-continued use an exclusive right to the use of 
the word “Webster,” which was the characteristic of the title of 
Ogilvie’s dictionary, in its own publications of dictionaries, and 
that Ogilvie’s intended use of it in his own publication would be 
an impairment of that right. By leave of the court the defend- 


ant in that suit filed a cross-bill, in which was set forth a history 


of its publications, in their several forms, of Webster’s diction- 
aries having the name of ‘““Webster” by way of distinction in their 
several titles, and that its predecessors in business had also ac- 
quired the good will of the business built up under that name, 
and claimed that by long-continued association of that name with 
the business of the company, as well as by the purchase of the 
good will from the Webster estate, it had acquired an exclusive 
right to use it. The cross-bill then alleged that Ogilvie had been, 
and then was, in various publications of dictionaries trespassing 
upon this right of the cross-complainant; and the relief prayed 
was that the cross-defendant be enjoined from using the name 
as descriptive of its publications, either alone or in combination 
with other words. To this cross-bill Ogilvie filed an answer, in 
which he reiterated his claim of right to use the name of “Web- 
ster,’ asserted in his original bill, and denied that he was tran- 
scending the proper limitations thereof, or had any purpose to do 
so. Thus by the pleadings of the parties substantially the whole 
controversy between them as it then existed was brought before 
the court for its determination. Upon hearing the pleadings and 
proofs, Judge Colt in a clear and concise opinion held that both 
parties were asserting claims which exceeded their respective 
rights—the Merriam Company in claiming an exclusive right to 
use the name ‘Webster’ in connection with its publication of 
dictionaries and in denouncing the claim of right set up by Ogilvie 
to use it; and Ogilvie, although conceding his right to use it, in 
not taking the proper measures to explain to the public that his 
dictionaries were not the dictionaries of the Merriam Company. 
The court so held in regard to the duty of Ogilvie, because it 
found that the Merriam Company had for so long a time em- 
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ployed the name of “Webster” in association with its dictionaries 
that it had acquired a secondary meaning, namely, that it was a 
production of the Merriam Company, and that by its use with- 
out explanation the public would understand that the dictionaries 
published by Ogilvie and offered for sale by him were the dic 
tionaries of the Merriam Company, which latter the public would 
desire to have. A decree was entered in conformity with these 
conclusions. Ogilvie v. G.&v C. Merriam Co. (C. C.) 149 Fed., 
858. An injunction was ordered, but in terms which, as the Court 
of Appeals for that circuit held, were not sufficiently specific to 
define the duty of the cross-defendant. The Merriam Company 
appealed from the Circuit Court's decree. The Circuit Court of 
Appeals confirmed the rulings of Judge Colt upon the law of 
facts, but, for the reason that the injunction ordered was thought 
not to be sufficiently specific, reversed the decree and remanded 
the case for the entry of a decree such as the Court of Appeals 
thought would better fit the circumstances of the case. G. & C. 
Merriam Co. v. Ogilvie, 159 Fed., 638, 16 L. R. A. (N. S$.) 549. 
From the decree entered by the Circuit Court on receiving the 
mandate, the Merriam Company again appealed, insisting that 
the following words should be ordered by the injunction to be 
made unmistakably to appear in the title-page of every volume of 
the class of dictionaries to which that litigation related, namely : 


“This dictionary is not published by the original publishers of Web 
ster’s Dictionary or by their successors.” 





This amendment was sanctioned by the Circuit Court of 
Appeals, and the case was remanded for entry of a final 
decree. 170 Fed., 167, 95 C. C. A., 423. Thereupon the follow- 
ing decree (omitting formal and irrelevant parts) was entered in 
the Circuit Court: 


“That a perpetual injunction issue in this suit, restraining the defend- 
ant, the G. & C. Merriam Company, its officers, agents, attorneys, and ser- 
vants, and all others claiming or holding through or under it, from 
publishing or issuing circulars, advertisements, or notices stating in form 
or effect, or in any manner claiming, that it, the defendant, or any other 
person, firm, or corporation claiming under or through it, has exclusive 
right to the use of the name ‘Webster’ in the title of dictionaries. 

“That a perpetual injunction issue in this suit, restraining the cross- 
defendant, George W. Ogilvie, his agents, attorneys, servants, employés, 
and all persons claiming or holding through or under him, from using 
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as the name or title of his said dictionaries described in the amended 
cross-bill herein, to which this litigation relates, the words ‘Webster's 
Dictionary’ or ‘Webster's Imperial Dictionary’ or ‘Webster’s Uni 
versal Dictionary,’ or any equivalent thereto, upon the title-page, or 
upon the back or cover of said dictionaries or in any advertisement, 
circular notice, or announcement referring to sdid dictionaries, unless 
accompanied by the following statement, plainly printed upon the title 
page, and in each said advertisement, circular, notice, or announcement, 
namely: “This dictionary is not published by the original publishers of 
Webster’s Dictionary, or by their successors——and especially from pub 
lishing or issuing in their present form the title-pages and backs of his 
said dictionaries and the circulars and advertisements in this suit adjudged 
misleading or deceptive, or in any other form of title-page, back, circular, 
or advertisement that is in any way calculated to deceive purchasers into 
purchasing complainant’s dictionary under the belief that it is a Webster’s 
dictionary published by the G. & C. Merriam Company.” 





\ petition for a writ of certiorari to the Supreme Court of 
the United States was filed by the Merriam Company, but the 
petition was denied. The foregoing final decree of the Circuit 
Court is the one which Judge Tayler held conclusive of the 
present controversy. 

In order to constitute an estoppel by a judgment or decree 
in a former suit, the following conditions must exist: The former 
suit must have been between the same parties (or their privies) 
as those in the subsequent suit in which the former judgment is 
interposed as a bar, and the subject-matter on which the former 
judgment rests must be the same, or, if not the same, it must 
have involved some point or question bearing upon the main issue 
and material to its decision, in which case the judgment is con- 
clusive upon that question. We need only to cite the two leading 
English and American decisions: The Dutchess of Kingston’s 
Case, 2 Smith’s Lead. Cas., 424, and Pennoyer v. Neff, 95 U. S.., 
714, 24 L. Ed., 565. 

Guided by this rule, we proceed to consider whether the for- 
mer judgment is binding upon the parties to this suit, and, if so, 
to what extent and upon what questions it is binding. It is con- 
tended by counsel for the complainant that the parties are not the 
same, nor privies to those parties, because Saalfield was not a 
party to the former suit, and so not-bound by the judgment, and, 
as estoppels must be mutual, the complainant is not bound. Let 
us refer to the facts. The suit in Massachusetts was commenced 


on August 9, 1904. The cross-bill was filed September 20th of 
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the same year. ‘The answer to the cross-bill was filed January 
9, 1905. Replication to the answers to the bill and cross-bill 
were filed as early as February, 1905. Judge Colt’s decision was 
filed January 9, 1907, and his decree, so far as it determined the 
rights of the parties, was affirmed by the Circuit Court of Appeals 
on January 30, 1908. In May, 1908, the defendant Saalfield 
“took over” the business of publishing the dictionaries from Ogil- 
vie. The final decree was entered April 21, 1909. What was the 
precise nature of the contract between him and Ogilvie does not 
appear, and Saalfield refuses to disclose it. The court might well 
presume, if need be, that the contract was only of an agency and 
did not transfer a substantial right.. But it is not material. The 
case was already pending, and the whole controversy had been 
submitted for the judgment of the court. Though not a party, 
Saalfield was bound by the final decree of the court. If a third 
party may thus come into the acquisition of rights involved in 
pending litigation without being bound by the final judgment, and 
require a suit de novo in order to bind him, he might, pending 
that suit, alienate that right to another with the same result, and 
a final decree bearing fruit could never be reached. 

The remaining question is one of more difficulty. We think 
it clear that the decree of the Circuit Court in Massachusets con- 
cludei the general equities of the parties. It determined that the 
Merriam Company had not an exclusive right to use the name 
“Webster” in the publication of their dictionaries; that the de- 
fendant, Ogilvie, in common with the public generally, had the 
right to use it in connection with his publications, but upon the 
condition that its use should be accompanied by an explanation 
that the publication was not that of the Merriam Company, which 
the court determined, had previously acquired the right to use as 
designating its own publications. But the difficulty comes in as- 
senting to the claim that the judgment is conclusive in respect to 
the particular conduct of the parties required in that case for 
the future in order to perpetuate the enjoyment of the rights of 
the parties, for we more than doubt that that was of the essence 
of the court’s decree. It is difficult to believe that the court meant 
to decide that the precise explanation that the defendant was 
required to make in using the name, and no other, should always 
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be used. We are inclined to think that the language of the decree 
in this particular should be construed as meaning that the par 
ticular explanation required would exonerate the defendant from 
liability for using the name in association with his dictionaries. 
If this be so, it must follow that in the present case, which is 
founded upon other transactions and trespasses than those in- 
volved in the former case, the question whether the alleged conduct 
of the defendant is 1n violation of rights of the complainant is an 
open one, and must be determined upon its own facts, and not 
upon the assumption that they are to be judged of merely by 
comparison with the requirements of the decree in the Massa 
chusetts case. 

It is not to be implied from what we have said that we regard 
the terms of the injunction ordered by the Circuit Court of Ap 
peals for the First Circuit as an unreasonable or unjust limitation 
of the defendant’s rights. On the contrary, we should be quite 
willing to adopt it, if the facts of this case should seem to call for 
it. The decisions of the Supreme Court in the cases of Singe) 
Company v. June Company, 163 U. S., 169, 16 Sup. Ct., 1002, 41 
L. Ed., 118, and Herring Safe Co. v. Hall's Safe Co., 208 U. S., 
554, 28 Sup. Ct., 350, 52 L. Ed., 616, amply justify the provisions 
of such an order. Moreover, the courts of this circuit have no 
authority to superintend the enforcement of the decree in tl 
First circuit. That province belongs exclusively to the court 
which pronounced the decree. An independent suit was neces- 
sary to be instituted in this circuit, if the rights of the complain- 
ant required an injunction for protection against wrongful acts 
committed here. 

On looking into the pleadings and evidence in the record be- 
fore us, we are convinced that at the time when the suit was com- 
menced the defendant in his advertisements, his publications, and 
sales of his dictionaries, was not observing his limitations. It 
seems to us that he studiously disregarded them. He constantly 
made use of the name “Webster” to promote his trade, and in 
doing so did not unmistakably indicate that his publications were 
not the publications of the well-known Webster’s dictionaries 
published by the coniplainant. His references to other diction- 
aries were obscure. They might start a supercritical purchaser 


a] 
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upon inquiry; but the general public would be likely to assume 
that a dictionary offered them having the title “Webster’s Dic- 
tionary,” was the dictionary published by the old and well-known 
publishers of Webster's dictionaries, and accept the book with 
that tacit understanding. The defendant's constant abstention 
from all reference to the complaint is indicative of a purpose not 
to direct the attention of buyers to the fact that his own publica- 
tions were not the publications they were looking for. 

The averment of his answer that his publications are in con- 
formity with the decision of the court in Massachusetts is too 
general. It gives no date from and after which he so conformed, 
and it is proven that at the time when the bill was filed he was 
not doing so. Moreover, the averment amounts to a mere con- 
clusion of his own, and furnishes no data upon which the court 
can judge whether his opinion is correct or not. In response to 
an interrogatory attached to the bill, the defendant appends to 
his answer copies of his business advertisements and circulars to 
the-trade, to which he refers as indicating his observance of the 
requirements of the Massachusetts injunction. But an inspection 
of them fails to show any purpose to do this. On the contrary, 
they show, by what they contain and what they omit to state, a 
purpose to keep in obscurity what his duty was to make plain. 
Copies of pictures of the defendant's dictionaries are shown in 
some of these advertisements and circulars; but only the lettering 
on the back and the outside of the front covers is displayed, and in 
this the name “Webster” is prominent, but there is no hint to 
distinguish the book from the original Webster’s or its successor. 
We can only conjecture what appeared on the title-page. In short, 
we can not doubt that the defendant has, since the Massachusetts 
decree was pronounced, not merely neglected to make clear that 
his dictionaries were not in the line of the original publication of 
Webster’s dictionaries and its successors, but has purposely at- 
tempted to mislead the public into the belief that his publications 
were legitimate successors in the line of the publications of the 
well-known Merriam Company, with which the general public 
associated the name of “Webster.” 

With respect to the matter of an accounting, the case is beset 
with the same difficulties that were present in the Massachusetts 
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case, and were alluded to by Judge Putnam in the final opinion 
of that case, and for the present we shall make no order in that 
regard. This, however, we will do without prejudice to a motion 
for rehearing in that behalf, if the complainant is advised to make 
such an application. 

The decree of the court below must be reversed, with costs, 
and a decree for the complainant should be entered, awarding an 
injunction such as indicated by this opinion. For the sake of 
conformity, we will direct the form of the injunction to be 
entered to be that awarded at the final decree in the First circuit, 
copied in the foregoing opinion. 


KNAPPEN, Circuit Judge. I concur in the foregoing opinion 
of Judge SEVERENS upon the construction thereof that what is 
there said regarding the defendant’s failure to conform to the 
limitations imposed upon him is confined to the situation existing 
at the time of the filing of the bill in the case before this court 
(which was December 26, 1908), and which situation continued 
until after the final decree and injunction in the Massachusetts 
case (which were made and issued April 21, 1909), at some 
time after which date the defendant changed the title-pages and 
inscriptions of his new issues of dictionaries, as well as of his new 
advertising matter, for the apparent purpose of conforming to the 
injunction in the Massachusetts case. I think defendant's liability 
is to be tested by reference to the requirements of that final decree 
and injunction. 


|The question of the right of the G. & C. Merriam Company to the 
exclusive use of the name “Webster” in connection with the publication 
of its dictionaries was extensively litigated and decided adversely to 
the pretentions of the company some years ago. Soon after the ex 
piration of the copyright of the “Unabridged” edition, several suits were 
brought to restrain the use of the name “Webster’s Dictionary” upon 
reprints of the books. G. & C. Merriam Co. v. Holloway Publishing Co., 
43 Fed Rep., 450: G. & C. Merriam Co. v. Famous Shoe & Clothing Co.., 
47 Fed. Rep., 411: G. & C. Merriam Co. v. Texas Siftings Publishing Co.., 
49 Fed. Rep., O44. 

In these cases, it was uniformly held that the name “Webster’s Dic 
tionary” had become public property with the expiration of the copy- 
right, and that the defendants’ right to call their reprints “Webster's 
Dictionary” was as clear as the right of the G. & C. Merriam Company 
to give that title to any book of their own publication. In the first 
cited case, Mr. Justice Miller said: 














ees 


UNITED STATES CIRCUIT COURT II 

“T want to say, however, with reference to the main issue in the case, 
that it occurs to me that this proceeding is an attempt to establish the 
doctrine that a party who has had the copyright of a book until it has 
expired may continue that monopoly indefinitely, under the pretense that 
it is protected by a trade-mark, or something of that sort. | 


do not be- 
lieve in any such doctrine, nor do my associates. 


When a man takes out 
a copyright for any of his writings or works he impliedly agrees that, 
at the expiration of that copyright, such writings or works shall go to 
the public and become public property. The grant of a monopoly 
implies that, after the monopoly has expired, the public shall be entitled 
ever afterwards to the unrestricted use of the book.” 

In the last cited case, an injunction was granted against the de 
fendant, upon the ground that the reprint was so advertised as to convey 
the impression that it was a new and revised edition, published by the 
G. & C. Merriam Company. The book was in fact a photo-lithographic 
reprint, published by Ogilvie & Company, of the complainant’s edition 
of 1847. Actual deception was shown, by the defendant's misleading 
idvertisements, in connection with its offer of the book as a premium 
for subscription to its newspaper “Texas Siftings.”. The use of the 
misleading advertisements was enjoined and, in view of the extent to 
which the advertisements had already been circulated, the defendant 
was obliged to insert in copies of the book thereafter issued a printed 
slip attached to the title page, advising the purchaser that the book was 
a reprint of the 1847 edition of the Webster's Dictionary.] 


UNITED STATES CIRCUIT COURT 


Prest-O-Lire Co. v. Auro AcETYLENE Licut Co. 
(191 Fed. Rep., 90.) 


Northern District of Ohio, Eastern Division, October 7, 1911. 
UNFAIR COMPETITION—RECHARGING ACETYLENE GAS 


TANKS 
The recharging 


and exchange by defendant of acetylene gas tanks 
sold by the plaintiff with its trade-mark thereon, is not unfair competi 
tion, the defendant plainly and conspicuously labeling the tanks fur 
nished by it with its name, and a notice that the gas is not represented to 
be the same as the original contents of the tank. 


In Equity. On final hearing. 


As 


Messrs. Winter & Winter, for plaintiff. 
Messrs. Calfee & Fogg, for defendant. 


TAyLER, District Judge—I think that an analysis of this 


comparatively simple and uncomplicated situation leads to a 
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clear conviction, as to what are the rights of the parties here, and 
I might just as well dispose of it under the conviction that comes 
to me now, assuming that I understand the facts upon the strong- 
est claim that can be made for the complainant. 

The complainant manufactures what it calls ‘Prest-o-Lite 
gas tanks,” which it makes of copper or some other metal that 
can be so shaped as to sustain very high pressure, with suitable 
valves and connections, and with a filling of asbestos of a certain 
degree of porosity and the addition to the asbestos of a certain 
chemical substance of fairly constant quality and life, which is 
called “acetone”; and then, in order to get the effective gas to be 
used for lighting automobiles, this tank, thus equipped, is filled 
with acetylene under certain pressure. This it is which furnishes 
the gus. 

This gas is supposed to be sufficient in quantity to burn two 
lamps forty hours (that is the claim of the complainant), so that 
within forty hours of use the tank must be recharged. Ordinavily 
the recharging consists merely in the refilling of it in the proper 
way, under pressure, with acetylene gas. I state the facts, and 
believe they are substantially accurate. The time may come when 
the acetone may require some attention. Necessarily it would not 
rquire it at every recharging. 

Now the Prest-o-Lite Company sells its tanks with the under- 
standing that whenever the gas is exhausted the owner of one of 
these tanks may take it to a Prest-o-Lite station, or any person 
who represents the Prest-o-Lite Company in that respect, and 
receive, upon the payment of a certain sum, in exchange for the 
discharged Prest-o-Lite tank, another charged Prest-o-Lite tank. 
The next person who comes along after this person with the dis- 
charged Prest-o-Lite tank may get the last person’s discharged 
Prest-o-Lite tank, which in the meantime has been recharged, and 
so the business is carried on by the Prest-o-Lite people of charg- 
ing and recharging tanks. It is a matter, in view of the perma- 
nent quality of the construction, of no concern, comparatively 
speaking, how old the tank is, so long as it is in condition to take 
the acetylene, because the life is practically unlimited, except as 
to the contents of the tank and the valve connections. 

Now, in this situation of affairs, the defendant holds itself 
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out as willing to and does receive discharged Prest-o-Lite gas 
tanks from owners of them, and in return gives to the person 
who thus turns in discharged tanks recharged tanks, on such 
terms as may be agreeable to the parties, and the gas tank which 
it turns over to the person who wants to make an exchange is 
placarded with a red label, say three by five inches, upon which 


appears the legend, 


“This tank is charged with acetylene, and was compressed by the 
\uto Acetylene Light Company, Cleveland, Ohio. Not represented to 
be the same as the gas with which this tank was originally filled.” 


The last sentence of this legend is not the most conspicuous, 
yet it is easily read. Now, it is this conduct of defendant which 
complzinant seeks to enjoin, asserting that it is unfair trade and 
competition, and that it interferes with its rights. Have I stated 
the question? 

(Mr. Winter asked to have something said about dealers. ) 

Now, is this unfair trade? The thing that is dealt with is 
called by the manufacturer a tank, a Prest-o-Lite gas tank. It 
is undoubtedly just as much a Prest-o-Lite tank, if it has not any 
acteylene in it, as if it is filled with acetylene—just as much as a 
bottle is a bottle, whether it be empty or full. Acetylene is itself 
a simple matter, and its quality is not discussed here, and the fact 
that one person may furnish acetylene of another quality than 
that furnished by some one else is not made the subject of the 
complaint, even if it were true that one acetylene could be differ- 
ent from another, which, of course, chemically it could not be. 

Now, what does the defendant do? Somebody brings a tank 
to its place of business upon which is the plate, “Prest-o-Lite 
Gas Tank, manufactured by the Prest-o-Lite Company.” That 
is just as true when it is discharged and brought to somebody 
to be recharged as it was the day it was shipped from the factory 
charged, a Prest-o-Lite gas tank. The defendant recharges it. 
That costs a small sum, compared to the value of a new tank 
equipped and charged; that is to say, the charging adds but little 
—the charging with acetylene. And it would probably be an 
outrage on the rights of the complainant for the defendant on its 
own motion to take the plate off and pass off on the community 
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as its own the tank of the Prest-o-Lite Company's manufacture, 
because in all material respects as a gas tank they have denied to 
the manufacturer the credit for that gas tank by merely putting 
in it recharges of acetylene. 

Acetylene is something which everybody wants to get for 
lighting the headlights of his automobile. The question is how 
it can be procured with the most convenience and safety, and so 
as to furnish the best light for the forward part of the automobile ; 
and this tank does it—serves the demand. In order that there 
may be no error or misapprehension of the truth about it, the 
defendant pastes this label on the tank. I do not know whether 
it was shown that this was being done at the time the bill was 
filed or since; but, at all events, a practical statement of the case 
is that the defendant pastes a label on the tank which negatives 
the idea that the Prest-o-Lite Company charged it. So that no 
deception is practiced on any person who does such an unim- 
portant thing to an automobile as to exchange the acetylene tank, 
for the label is there before his eves, and if he does not read it 
he can not claim that he was deceived. 

But I do not attach so much importance to that label, al- 
though it ought to be there. I mean by that that the exchange of 
the acetylene tank on an automobile is not like buying a fountain 
pen, or loaf of bread; or some other thing of ordinary commerce, 
for a man never has but one of them at a time; that is, one on 
each vehicle at a time. Now, when the acetylene is exhausted, if 
he has a Prest-o-Lite tank, and it has been filled with acteylene 
furnished or put into this tank by some Prest-o-Lite concern, 
he takes it some place where he has heard that it can be refilled. 
He is perfectly deliberate about it, and can find out, if he wants 
to, if that is a Prest-o-Lite station or not, and whether they can 
fill it with acetylene gas which will be sufficient for his use; and 
he very deliberately gets the other one back, and, even though he 
does not know anything about it when he makes the exchange, 
he can find out, when he gets the new one back, whether it is a 
Prest-o-Lite tank or not. 

The statement that this label may come off is, of course, true, 
and that is what ought to happen, because, theoretically and 
practically, unless the man returns constantly to the same place, 
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a new label ought to be put on each time the tank is recharged, if 
it is recharged by another than a Prest-o-Lite concern. 

But I gather that the complainant contends that the defend- 
ant is unlawfully interfering with its business, not so much be- 
cause it amounts to an injustice to the purchaser, for it does not 
and can not work injustice to a purchaser who does it voluntarily, 
but because it is an interference with the complainant’s method 
of doing business. Assuming that the complainant has made the 
most of its evidence as to deception, it is not only meager, but 
trivial. Nobody ever seems to have been deceived or hurt by 
the conduct of the defendant. What the complainant really seeks 
to do is to establish a monopoly in its gas tanks. Well, now, there 
is no legal objection to a monopoly which arises out of a patent, 
for it is in its very nature a monopoly; but that can not arise by 
interfering with the freedom of some individual who owns a tank 
to go anywhere he pleases and get his tank exchanged for an- 
other tank, unless in the operation of the exchange that person 
is deceived, and through such deception some reflection is cast 
upon the Prest-o-Lite Company’s tank. That is the only way by 
which the Prest-o-Lite Company can get into this matter. 

[ am clearly of the opinion that the bill ought to be dismissed. 


[A company engaged in buying burned out electric lamps and re- 
newing them for resale, it has been held, must obliterate the trade-mark 
of the original manufacturer thereon, when this can be done at a small 
cost, in the course of reconstruction. This decision is perhaps that 
most nearly analagous to the one reported above. General Electric Co. 
v. Re-New Lamp Co., 128 Fed. Rep., 154. 

A system whereby the owner of the Prest-o-Lite gas tank might 
have prevented the trafficking in and the refilling of its tanks is indi- 
cated by a decision of the superior court of Cooks County, Illinois, in 
October, 1909. The complainants in this suit were several bottling houses 
whose goods were sold in bottles or syphons, under agreements that the 
containers should remain the property of the bottlers and should be 
returned to them, only their contents being sold. The defendants, dealers 
in empty bottles, were enjoined from procuring, dealing in, or selling 
any of the bottles or syphons of the complainant. Bulletin Vol. V, p. 275. 

The decisions upholding penal statutes, which make it a crime to 
traffic in empty bottles, that have been delivered to customers under 
the lack of agreements to remain the property of the dealer and to be 
returned to him when empty, are instructive in this connection. Lipp- 
man v. The People, 175 Mlinois, 101; Horwich v. Walker-Gordon-Labora- 
tory Co., 67 Northeastern Rep., 938: People v. Cannon, 139 N. Y., 32; 
Commonwealth v. Anselvich, 186 Massachusetts, 376 

Reference may also be made to decisions relative to the right of 
dealers, to traffic in parts or repairs for trade-marked articles. Edison 
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Mfg. Co. v. Gladstone, 58 Atlantic Rep., 391; Deering Harvester Co. v. 
Whittman ¢& Barnes Mfg. Co., 91 Fed. Rep., 376; Enterprise Mfg. Ci 
v. Bender, 148 Fed. Rep., 313; Bender v. Enterprise Mfg. Co., 156 Fed 
Rep., 641. 

For a general and detailed discussion of the rights of a dealer i 
the sale of goods purchased by him, bearing trade-mark of the manufac 
turer, see Bulletin, Vol. V, pp. 190-201. | 


HloLEPROOF Hosiery Co. v. WALLACH Bros. 
(190 Fed. Rep., 600. ) 
Southern District of New York, January 14, I91t. 


1. TRADE-MARK—DeEscriPTivE TERM. 

The word “Holeproof” as applied to hosiery, if ever descriptive, 
has acquired a secondary meaning indicating to the prospective pur 
chaser the goods of the complainant. 

TRADE-M ARK—I NFRINGEMENT. 

The mark “Holeproof” is not infringed by the use of the word 
‘Knotair” as applied to the same goods 
3. UNFAIR COMPETITION—SIMILARITY OF PACKAGES. 

The seller of a new product must present it to the public in a 
dress that shall distinguish it from other like articles of a different 
origin. The use of a yellow package, in imitation of the complainant’s, 
combined with other features of similarity, held to be an actionable 
wrong. 

4. UNFAIR COMPETITION—EVIDENCE—TRAP ORDERS. 

Purchases made by complainant’s employees, sent for the purpose, 
are sufficient to warrant an inference of fraudulent sales, and conse- 
quent deception of purchasers. 


tN 


In Equity. On finai hearing. 


lor decisions on motion for preliminary injunction, see 167 
Fed. Rep., 373, and 172 Fed. Rep., 859. 


Walter C. Booth, Frank F. Reed and Edwin H. Rogers, 
for plaintiff. 


c 


Gardenhire & Jetmore and Aaron P. Jetmore, tor defendant. 

Hazen, District Judge—The bill of complaint alleges unfair 
competition in trade and infringement of complainant’s trade- 
name “Holeproof” as applied to hosiery. The hosiery sold by 
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the defendant is advertised and sold under the name “Knotair”’ 
and is manufactured by the Knotair Hosiery Company. The 
questions to be considered are, first, whether the complainant's 
trade-mark or device is descriptive merely and as applied to 
hosiery not the subject of a valid trade-mark, and, second, whether 
the defendant by its trade-mark, packages and accessories in- 
fringes those of complainant. 

The facts are not thought essentially different from those pre- 
sented on the motion for preliminary injunction herein. Judge 
Hough in his decision and as an introductory thereto so fully and 
concisely detailed them that their extended recital is unnecessary 
here. Holeproof Hosiery Co. v. Wallach Bros. (C. C.) 167 Fed., 
373. On appeal from said decision the Circuit Court of Appeals 
for this court held that the word “Holeproof” was not descriptive, 
and that by extensive advertising and large sales it has acquired 
a secondary meaning “indicating to the prospective purchaser, not 
that the socks sold under it are indestructible, but that they are 
those which complainant has been making and supplying to con- 
sumers, apparently to their entire satisfaction.” Holeproof 
Hosiery Co. v. Wallach Bros., 172 Fed., 859, 97 C. C. A., 263. 
Such holding as to the asserted descriptiveness of the trade-name 
or design is the law of this case, which this court is bound to 
follow. 

In my judgment, the arbitrary name “Knotair,” used in con- 
nection with the sale of hosiery without the similarities in dress 
of the defendant's package to that of complainant, would not 
delude the unwary buyer. The defendant corporation has shown 
that ““Knotair” hosiery is the distinctive trade-name or device 
by which its socks are placed on the market, and that such socks 
have become known to the public by such designation. The word 
‘“Knotair” differs in appearance and pronunciation from the 
word “Holeproof,” and it can not be presumed that the defend- 
ant simply in using its trade-mark or device practiced a fraud on 
the public or on complainant’s customers. Certainly ‘“Knotair” 
printed on packages containing hosiery and upon slips or coupons 
colored or printed in a different manner from those use by 
complainant could not be held to resemble the trade-mark or 
design or dress of complainant’s product. The trade-marks 
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“Holeproof” and “Knotair” doubtless convey the same idea or 
purpose, namely, that holes or tears will not readily appear in the 
socks from wear, but this resemblance, standing alone, is without 
controlling significance in view of the fact that the word “Hole- 
proof” is not strictly imitated by the word “Knotair” in such a 
manner as to deceive the unwary purchaser who wishes to buy 
socks of complainant’s manufacture and guaranty. 

Proceeding to a discussion of the question of unfair competi- 
tion, does the trade-mark or design “Knotair,”’ used in connection 
with the style or color of package, printing, type, and coupon 
tickets, resemble the complainant’s package of guaranteed socks 
so as to enable the defendant to palm off its goods on intending 
purchasers of the complainant’s product? The evidence shows in 
my estimation that the defendant in adopting its packages and 
coupon slips together with the collocated elements, the color of 
the package, flaps and the phrasing of the guaranty tickets, in- 
tended to deceive the unwary buyer into believing that he was 
purchasing the guaranteed hose of complainant. It appears that 
in 1898 complainant originated a novel system by which its socks 
were sold in six pair lots, under a printed guaranty stating that, 
if holes appeared in the socks within six months of the time of 
purchase, another pair would be given gratis to the buyer. On 
each box the trade-mark “Holeproof” was printed prominently 
and the guaranty tickets inclosed therein. Afterwards, in 1904, 
the manufacturer of complainant’s hosiery devised a special pack- 
age for its product, consisting of an oblong box of bright yellow 
color, with printed end and side flaps. Upon the cover of the 
box there is placed a circular trade-mark device containing the 
words “Holeproof Hosiery,” and underneath the monogram, 
“H. H.C.” Around each pair of socks a paper band was placed 
with the trade-mark device printed thereon, and inclosed in the 
box were duplicate guaranty slips printed on a strip and so per- 
forated as to enable tearing off each slip when necessary. Printed 
instructions advising purchasers how the guaranty strips were to 
be used were also inclosed in the box containing the hose. The 
garb and dress for its hosiery were unusual and distinctive, and 
complainant expended large sums in advertising “Holeproof” 


socks and the adopted form of guaranty and dress for its com- 


% 
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modity The trade-name or design ‘“Knotair’” was adopted by 
the manufacturers of the hose sold by the defendants in 1906, 
and the packages containing them were of red color, or such color 
as the dealer or jobber might designate. Subsequently, in 1908, 
the defendant who was in business in the city of New York, and 
had been dealing in “Holeproof” socks, buying them from com- 
plainant, accepted the agency of the Knotair” hosiery, and immedi- 
ately it began advertising the sale by it of “Knotair” hosiery under 
the guaranty plan. The red packages or boxes were abandoned, 
and in their place yellow packages with lettering in prominent 
black and red type and white label was adopted. Flaps were put 
inside the boxes to resemble complainant's arrangement, the trade- 
mark “Knotair” printed in red, the duplicate coupon slips printed 
and colored as in complainant's. In this situation it is not thought 
enough to avoid infringement that the defendant admonished its 
employés not to substitute ‘“Knotair” socks for “Holeproof.” The 
evidence indicates that by mere silence in answer to the request of 
the unwary purchaser for “Holeproof” socks and by simply 
placing before him a package of “Knotair” socks he is liable to be 
deceived ; and, indeed, by innuendo or indefiniteness of language, 
a clever salesman may easily palm off ““Knotair” socks for those 
of complainant if such were his intention. Such in my estimation 
is the resemblance in dress of the defendant’s hosiery to that of 
complainant. The intention of the defendant to reap a gain from 
the popularity of complainant’s goods or from their extensive ad- 
vertising or the novelty of its plan is clearly perceivable. It 
is well settled in this country and in England that a man who 
wants to sell or advertise his goods, if they have not been sold 
or advertised before, must distinguish them from those of other 
manufacturers and dealers in a like commodity. The situation 
in the present case peculiarly required that the defendant with 
honest intention should place its goods upon the market by dis- 
tinctive marks and packages, and such as would not render it 
open to the charge of deceiving the ordinary purchaser who may 
desire to purchase the product of complainant, and who, it is 
quite likely, may merely look at the oblong yellow package, the 
printed matter, and the yellow guaranty slips by which the 
hosiery of the complainant became known to him and the public. 
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There is no force in the defendant’s contention that com- 
plainant’s witnesses who were its employés and. made purchases 
of defendant’s socks while asking for ‘“‘Holeproof’” socks were 
not deceived, and therefore it is not affirmatively shown that there 
was a probability of purchasers being defrauded or that the de- 
fendant intended to mislead. The manner in which the sales in 
most instances were consummated, together with the adopted 
dress in resemblance of complainant’s dress, warrants the in- 
ference that fraudulent sales were intentionally made. Fairbank 
Co. v. Bell Mfg. Co., 77 Fed., 869, 23 C. C. A., 554; Delong Hook 
& Eye Co. v. Francis Co., (C. C.) 139 Fed., 140. 

It is true the complainant can have no monopoly of guaran- 
teed hosiery or of slips containing a guaranty to replace socks 
that become torn within six months, nor can the defendant be 
concluded to use the words “Guaranteed Hosiery,” but the adop- 
tion of complainant’s colored package, the color and arrangement 
of its coupons, and printed matter, the style of printing, in short 
the peculiar appearance, dress, or combination of elements used 
by the complainant, is a wrongful act, and preventable by a court 
of equity. 

The complainant may have a permanent injunction and decree 
in conformity with this decision, with costs. 


|The complainant’s rights in the trademark “Holeproof” have been 
the subject of two other adjudications. The Circuit Court for the dis 
trict of New Jersey, in November, 1908, granted a preliminary injunctio1 
against the use of the name “No-Hole” and the trade-name “No-Hole 
Hosiery Co.,”’ accompanied by simulation of the complainant’s package 
and guaranty card. Holeproof Hosiery Co. v. Fitts, et al., 167, Fed. Rep., 
378. The Circuit Court for the northern district of Georgia, northern 
division, in the same month, overruled a demurrer to a bill of complaint, 
charging unfair competition in the use of the terms “Toe Proof” and 
“Stayhol” in the marking of hosiery, accompanied by simulation of the 
complainant’s package, labels, tags, etc. Holeproof Hosiery Co. v. Rich 
mond Hosiery Mills, 167 Fed. Rep., 381.| 


BERNSTEIN Vv. DANWITZ. 
(190 Fed. Rep., 604.) 
Southern District of New York, October 4, 1911 


1. TRADE-MARK INFRINGEMENT—]J URISDICTION. 
In a suit for infringement of a registered trade-mark and for un 


oo 
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fair competition, where the parties are both citizens of the same state, 
and neither the bill nor the decree confines the relief sought or granted 
to interstate or foreign commerce, the court is without jurisdiction. 
2. UNFAIR COMPETITION—J URISDICTION, 
A federal court has no jurisdiction of a suit for unfair competition 
between citizens of the same state, the trade-mark involved having been 
held not to be infringed 


In Equity. On motion to punish for contempt. 


Wise & Lichtenstein, for complainant. 
| 
Samucl Bitterman, for defendant. 


Warp, Circuit Judge—A motion was made in this cause 
some time since for a preliminary injunction. When it was 
reached on the calendar the defendant’s counsel arose and pre- 
sented the court the packages of both parties and said he would 
submit to any decree which the court recommended. The de- 
fendant’s package was an obvious imitation of the complainant’s, 
and | then required certain changes to be made, which the de- 
fendant has carried out in his present package. The parties 
agreed upon a form of decree, which the complainant says is 
violated by the defendant’s present package. This may perhaps 
be so in respect of features of imitation other than the registered 
trade-mark. 


Upon reading the bill I find that the complainant relies both 
upon his registered trade-mark and upon unfair competition; 
that the parties are both citizens of this state; and that there is 
nothing either in the bill or in the decree confining the relief 
prayed for or granted to commerce carried on with foreign 
nations or among the several states or with the Indian tribes. 
In the absence of proof of this the court would be without juris- 
diction. Harner v. Searle & Hereth Co., tor U. S., 195, 24 
Sup. Ct., 79, 48 L. Ed., 145. But, assuming that there was such 
evidence, the defendant’s package does not, in my opinion, imitate 
the complainant’s registered trade-mark at all. 

The complainant’s registered trade-mark is a rectangle with a 
heavy black band at the top and the picture of an old woman 
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wearing spectacles and with a sadiron in her hand, accompanied 
by a broad red band; the respective positions not being defined. 

The defendant, on the other hand, has a rectangle represent- 
ing an Indian drawing a bow inserted in a yellow arrow on the 
face of the package. The question, refore, is, assuming the 
complainant’s registered trade-mark to be valid and not infringed, 
has this court jurisdiction to pass upon the general question of 
unfair competition ? 

The Supreme Court has held that where a trade-mark is in- 
valid, and the parties are citizens of the same state, the Circuit 
Court can not consider the question of unfair competition. Elgin 
Watch Co. v. Illinois Watch Co., 179 U. 5., 665, 21 Sup. Ct., 270, 
45 L. Ed., 365; Leschen Rope Co. v. Broderick, 201 U. §., 166, 
26 Sup. Ct., 425, 50 L. Ed., 710 

Where the trade-mark has been found valid but not in- 
fringed, the Circuit Court of Appeals of this circuit has held 
that the Circuit Court has no jurisdiction of the question of unfair 
competition. Burt v. Smith, 71 Fed., 161, 17 C. C. A., 573; 
Hutchinson v. Loewy, 163 Fed., 42, go C. C. A., 1. 

In the remaining category—that is, where the trade-mark 
is found valid and infringed—there is a difference of opinion 
among the courts whether the Circuit Court has also jurisdiction 
of the other claim of unfair competition. Such jurisdiction was 
denied in patent suits in King v. Inlander (C. C.) 133 Fed., 416, 
and Cushman v. Fountain Pen Co. (C. C.) 164 Fed., 94. Judge 
Archbald in the Third circuit with some hesitation held to the 
contrary in T. B. Woods Sons Co., v. Valley Iron Works (C. C.) 
166 Fed., 770, but he was not followed in the same circuit by 
Judge Holland in the subsequent trade-mark case of Mecky v. 
Grabowski (C. C.) 177 Fed., 591. 

The case under consideration falling within the second of the 
above categories, the motion is denied. 


[In recent cases, the United States Supreme Court has held that in 
suits between citizens of a foreign country and a corporation organized 
under the laws of a state, a federal court has jurisdiction both on the 
question of trade-mark infringement and unfair competition, Baglin v. 
Cusenier Co., Reporter, Vol. I, p. 147; that in a suit between citizens of 
different states alleging infringement of a registered trade-mark and 
unfair competition in trade, the Supreme Court has jurisdiction to review 


| 
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the decision of the court of appeals upon both issues. Standard Paint 
Co. v. Trinidad Asphalt Co., Reporter, Vol. I, p. 10. 

Recent Circuit Co irt decisions have held that in an action between 
citizens of the same state, a federal court has jurisdiction to try only the 
issue of infringement of a registered trade-mark. It can not entertain the 
issue of unfair competitio1 Thaddeus Davids Co. v. Davids, et al., 
Reporter, Vol. I, p. 310; » if the acts of unfair competition are in- 
separable from the acts of infringement and form part of one entire 
course of conduct, the court has jurisdiction. Ross v. H. S. Geer Ci 
Reporter, Vol. I, p. 310.] 


NEW YORK COURT OF APPEALS 
Wortp’'s DispENSARY MEDICAL ASSOCIATION Vv. ROBERT J. PIERCE. 


(203 N. Y., 419.) 


Vovember 28, IQII. 
1. Unrarr COMPETITION—DEFENSE OF UNCLEAN HANDs 
The defense to an action for unfair competition that the plaintiff 


does not come into equity with clean hands, is unavailing unless the 
illegality or fraud relied upon is related to the subject of the action. 
In a suit to restrain unfair competition with respect to certain pro 
priety remedies sold by the plaintiff, it is no defense that the plaintiff, 
a corporation, is conducting a hospital and practicing medicine in 
violation of law 

2. Unrair CoMPETITION—UNAUTHORIZED Use or Titte “Dr.” 

Plaintiff’s preparations, the formulas for which were originated 
by Dr. Ray V. Pierce, having become widely known as “Dr. Pierce’s 
Remedies,” the use by the defendant, not a licensed physician, of the 
title “Dr.” in the name “Dr. Pierce,” is a fraud that should be enjoined. 
PropeER NAME—RiGHT To UsE. 

It is a general principle of law that one’s name is his property, 
and carries the same right to its use and enjoyment as does any other 
species of property One may not, however, through unfairness, 
artifice, misrepresentation, or fraud in the use of his name, induce the 
public to believe that his product is that of another. 

4. PropeER NAME—RESTRICTION ON USE. 

When a proper name has, by the efforts of one person through 
a long period of years, become associated with the products of a busi- 
ness and acquired a high reputation in connection with those products, 
any other of that name seeking to enter the field must use the name 
so as to avoid deception of the public, or with such explanation as will 
inform the public that his goods are not those of the plaintiff. 

Plaintiff having given reputation to the name “Pierce” in connection 
with the sale of proprietary remedies, the defendant should be en- 
joined from the use thereof except in connection with his full first 
name “Robert” followed by his middle name in full, or the initial 
thereof. 


nw 
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Appeal from a judgment of the Appellate Division of the 
Supreme Court, fourth department, which affirmed a judgment 
in favor of the plaintiff, recovered on trial of the action at 
special term. 


For opinion below, see 138 App. Div., 4or. 


David M. Dean, for appellant. 

Joseph M. Morey, for respondent. 

Cotuin, J.—The action is to restrain unfair competition in 
the use of trade-names. 

The plaintiff was incorporated in 1879 under chapter 40 
of the Laws of 1848 and the acts amendatory and supplemental 
thereto. The amendatory act, chapter 838 of the Laws of 1866, 
authorized an incorporation “for the purpose of carrying on any 
kind of manufacturing, mining, mechanical, chemical, agricul- 
tural, horticultural, medical or curative business.” The objects 
for which the plaintiff was incorporated were “the manufac- 
turing. compounding and vending of medicines, consultation and 
operating in surgery, consultation and prescribing, furnishing 
and administering medicines and other curative and hygienic 
agents for invalids and furnishing care, attendants and home ac- 
commodations for the same.” One Ray VY. Pierce, a physician, 
transferred to the plaintiff upon its incorporation his business 
of manufacturing and selling under their trade-names proprie- 
tary remedies and conducting a private hospital and medical 
practice. The proprietary remedies which the plaintiff manufac- 
tures and sells are named “Dr. Pierce’s Golden Medical Dis- 
covery,’ “Dr. Pierce’s Favorite Prescription,” “Dr. Pierce’s 
Pleasant Purgative Pellets,” “Dr. Pierce’s Compound Extract of 
Smart Weed or Water Pepper,” “Dr. Pierce’s Lotion Tablets,” 
“Dr. Pierce’s Cough Syrup,” “Dr. Pierce's Ammonic Camphor- 
ated Liniment,’ and “Dr. Pierce’s Medicated Soap,” which are 
commonly known to the public as “Dr. Pierce’s Remedies” and 
also as “Pierce's Remedies.” Ray \V. Pierce has been at all times 
and is now the president and a director of the plaintiff and de- 
vised the formula for each remedy. The lotion tablets are sold 
in boxes, having upon their tops the words “Dr. Pierce’s Purify- 
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ing and Strengthening Lotion Tablets, World’s Dispensary 
Medical Association, Props., Buffalo, N. Y.,” and elsewhere the 
words “Dr. Pierce's Genuine Family Medicines,” together with a 
facsimile signature of Ray V. Pierce, to wit: “R. V. Pierce, M. 
D.” <A part of the business of the plaintiff has been and is carry- 
ing on the hospital and medical practice founded by Ray \V. 
Pierce. The plaintiff's remedies have become widely and favor- 
ably known and have an extensive sale throughout the United 
States and elsewhere. 

The defendant since some time after 1899 has advertised and 
sold a certain proprietary remedy in the form of tablets under the 
name of “Dr. Pierce's Tansy, Cotton Root, Pennyroyal and Apiol 
Tablets,” which are put up in boxes having on their tops the 
words “Dr. Pierce’s Empress Brand Tansy, Cotton Root, Penny- 
royal and Apiol Tablets,” and elsewhere the words “Dr. Pierce's 
Empress Brand” and the words, “the genuine has signature on 
box R. J. Pierce,” the words “R. J. Pierce” being a facsimile 
signature. He is selling also another proprietary remedy known 
as “Pierce’s Empress Brand Pennyroyal Tablets” in boxes having 
upon their tops those descriptive words and elsewhere the words, 
“The Genuine has the signature on box R. J. Pierce,” the words 
“R. J. Pierce” being a facsimile signature. The defendant is not 
a licensed physician, nor entitled to practice as such under the 
law of the state. The trial court found as facts that the use by 
defendant of the words “Dr. Pierce” is unlawful; that the names 
and labels used by defendant are calculated and designed to cause 
the public to believe that the defendant's remedies are manu fac- 
tured and sold by plaintiff, and confusion between the business 
and remedies of the parties will be created by their continued use ; 
and as conclusions of law that the defendant in using the names 
designating his remedies is unfairly competing with the plaintiff, 
and that by a judgment the defendant be forever restrained from 
using in connection with his remedies those names or the words 
“Dr. Pierce” or “Dr. Pierce’s,” or any name which includes the 
word “Pierce” or “Pierce’s’’ in such manner as to be calculated 
or designed to cause the purchasers of his remedies to believe them 
to be manufactured or sold by the plaintiff, or the word “Pierce” 


or “Pierce’s” in connection with his business in such manner as 








20 THE TRADE-MARK 





REPORTER 


to deceive or be calculated to deceive the public or the customers 
of either of the parties. Th judgment of the Special ‘Term was 
unanimously affirmed. 

The principal contention of the defendant is that the plain- 
tiff can not lawfully practice medicine and conduct the hospital 
because it is a stock corporation (See People v. Woodbury Der- 
matological Institute, 192 N. Y., 454), and that the judgment 
protects its use of the trade-name “Dr. Pierce” in its illegal prac- 
tice, and, therefore, violates the rule that a plaintiff who does 
not come into a court of equity with clean hands is refused relief. 
(Prince Manfg. Co. v. Prince’s Metallic Paint Co., 135 N. Y., 24; 
N.Y. & N.J. Lubricant Co. v. Young, 77 N. J. Eq., 321.) A ma- 
jority of the court do not think it necessary, under the findings of 
the trial court, to consider and decide whether or no the plaintiff is 
violating the law of the state by practicing medicine and con- 
ducting the hospital. They are of the opinion that, even if it 
should be held that it is violating the law in this respect, 1t would 
not thereby be debarred from protection, otherwise proper, in 
respect of its manufacture and sale of proprietary remedies which 
are entirely separate from and in no manner connected with the 
practice of medicine. The minority of the court, of whom the 
writer of this opinion is one, do not assent to the view of the 
majority, but refrain from an unavailing discussion. The court, 
therefore, leaves unconsidered and undetermined the question 
pressed upon us by the appellant, whether the plaintiff may law- 
fully practice medicine and’ conduct a hospital. No other con- 
tenticn of the appellant warrants the reversal of the judgment. 

Appellant's contention that the judgment is too broad and 
drastic is well founded. Its restraint of the defendant from the 
use in any way of the designations “Dr. Pierce” or “Dr. Pierce’s” 
is legal and just, because he is not a licensed physician nor en- 
titled to practice under the law of the state. (Public Health Law, 
§§ 161, 174.) The defendant has, however, the right to use his 
own name in his own business. It is a general principle of law 
that one’s name is his property, and he has the same right to its 
use and enjoyment as he has to that of any other species of prop- 
erty. (Chas. S. Higgins Co. v. Higgins Soap Co., 144 N. Y., 462; 
Brown Chemical Co. v. Meyer, 139 U. S., 540.) It is, however, 
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also a general principle of law that no man has the right to sell his 
products or goods as those of another. He may not through un- 
fairness, artifice, misrepresentation or fraud injure the business 
of another or induce the public to believe his product is the pro- 
duct of that other. The law protects the honest dealer in the 
business which fairly is his, and the public from deception in 
trade. In this case, as in others which have been before the 
courts, these principles must, because of the identity in the sur- 
name of the defendant and the trade-name used by the plaintiff, 
be reconciled and amalgamated. The plaintiff and its prede- 
cessor, Dr. Pierce, solely through a long period prior to 1&99 
associated the name Pierce with the proprietary remedies sold 
by it and which had acquired a high reputation and an extensive 
market. The name designates and causes the public to buy the 
remedies with which it is associated as those of the plaintiff. It, 
when associated with the defendant's remedies, is “calculated 
and designed to deceive and defraud the public, and the buyers 
and users of the plaintiff's proprietary remedies and _ tablets.” 
The defendant has the right to use his name. The plaintiff has 
the right to have the defendant use it in such a way as will not 
injure his business or mislead the public. When there is such 
a conflict of rights, it is the duty of the court so to regulate the 
use of his name by the defendant that, due protection to the 
plaintiff being afforded, there will be as little injury to him as 
possible. Defendant should so use his name in connection with 
his remedies that he will obviate deception or with an explanation 
which will inform or be a notice to the public that those remedies 
are not those of plaintiff. (Herring-Hall-Marvin Safe Co. v. 
Hall’s Safe Company, 208 U.S., 554; Devlin v. Devlin, 69 N. Y., 
212; Meneely v. Meneely, 62 N. Y., 427.) 

\We have already stated that the defendant can not use his 
name with the prefix “Dr.” We have concluded that due and 
adequate protection will be afforded to the plaintiff and the pub- 
lic if the defendant is enjoined additionally from using the words 
“Pierce” or “Pierce's” in advertising, describing, designating, 
labeling or selling his proprietary remedies unless said word be 
immediately preceded on the same line therewith by defendant's 

first or proper Christian name and his middle name or the initial 
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letter thereof in letters identical in size, color, style or type and 
conspicuousness with those of said word, so that said word shall 
not appear for any of the purposes aforesaid except when thus 
conjoined with the words “Robert J.” or “Robert” followed by 
the middle name of the defendant. 


The judgment should be modified so that the restraining part 
thereot will provide: “Adjudged that the defendant, his servants, 
agents and employees, be forever enjoined and restrained from 
putting up, selling, advertising or offering for sale any tablets, 
proprietary remedy or product, manufactured by or for the 
defendant, under any name having the words ‘Dr. Pierce’ or the 
words ‘Dr. Pierce’s’ as a part thereof, or in boxes or packages 
having upon them or bearing labels having upon them any name 
having the words ‘Dr. Pierce’ or the words ‘Dr. Pieree’s’ as a 
part thereof and from using the words ‘Dr. Pierce’ or the words 
‘Dr. Pierce’s’ in the business of defendant; and from using the 
word ‘Pierce’ or the word ‘Pierce’s’ in advertising, describing, 
designating, labeling or selling the tablets or proprietary remedies 
manufactured and sold by or for the defendant unless said word 
be immediately preceded on the same line therewith by the de- 
fendant’s first or proper Christian name and his middle name or 
the initial letter thereof in letters identical in size, color, style 
of type and conspicuousness with those of said word, so that said 
word shall not appear for any of the purposes aforesaid except 
when the words ‘Robert J.’ or ‘Robert’ immediately followed 
by the middle name of the defendant in the form hereinbefore 
provided are conjoined with it;” and the judgment as thus modi- 
fied should be affirmed without costs to either party. 

CuLLEN, Ch. J., Gray, Hatcur, VANN and Hiscock, JJ., 
concur; WILLARD BARTLETT, J., votes for reversal. 


Judgment accordingly. 


{That in order to constitute a defense, the fraud charged against the 
complainant must be immediately related to the use of the trade sought 
to be protected, see Shaver v. Heller & Mers Co., 108 Fed. Rep., 821 
(834). In this case it was held that fraudulent representations of the 
complainant in connection with the marking of two other lines of bluing, 
constituted no defense to an action for unfair competition with the com 
plainant’s “American” ball blue. ] 
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NEW YORK SUPREME COURT 
THE WATERPROOFING Co. v. HyprouitHic CEMENT Co. 


(New York Law Journal, December 23, 1911.) 


Special Term, December 22, 1911. 


1. ASSIGNMENT OF TRADE-MARK, 
The sale by a trustee in bankruptcy, under order of the court, of 
all the property of the bankrupt except accounts and bills receivable, 
) carries the trade-mark and good will of the business. A subsequent 
and separate assignment of such good will and trade-mark by the 
trustee, therefore, conveys nothing and gives to the second assignee no 
title to the mark 
2. ASSIGNMENT OF TRADE-MARK—ORAL RESERVATION 


The testimony of the assignor of a trade-mark, an interested party, 
: that an assignment absolute in form was intended to convey only a 
: license to use the mark, the title thereto being reserved to the assignor 
by oral agreement, is insufficient to overcome the plain effect of the 
Instrument. 


In Equity. On the trial of the action. 


sae / masneanemmtemmeneeen 


. Anthony Usina, for plaintiff. 
louis J. Frey, for defendant. 


; McCarty, J—The plaintiff's complaint sets forth three al- 
leged causes of action, the first and third of which are based upon 
unfair competition by defendant in the sale of its cement and 

: coatings under the name “Hydrolithic” and in the use of a trade- 

: mark consisting of a desert scene with pyramids, and containing 
the words, “Dry as the desert. Permanent as the pyramids ;” 
and the second of which is based upon alleged fraudulent acts 

i of the defendant in advertising work executed by the plaintiff as 
having been done by defendant, thus perpetrating fraud upon 

fy plaintiff and a deception upon the public; and prays for injunctive 
relief, for an accounting, and for judgment for the damages sus- 

; tained by reason of the acts complained of. The answer, after 

i denying practically all the material allegations of the complaint 

a and setting up separate defenses, alleges three counterclaims each 

4 


of which substantially alleges the same facts as plaintiff alleged 


against the defendant, and prays for the same relief. The essen- 
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tial facts as established by the evidence are as follows: One Ed- 
ward |. Winslow invented certain new and useful improvements 
in processes for making cement and used such product in his 
business for some time under the name of “hydrolithic cement ;” 
thereafter he created a corporation under the name of E. J. 
Winslow Company, of which corporation the inventor was made 
president. The letters patent of such invention were assigned 
to the company and the product was largely advertised, and in 
time it became known as a waterproof cement manufactured by 
such company under the name ‘“Hydrolithic.” On January 1, 
1906, the E. J. Winslow Company entered into an agreement 
with the plaintiff for the purpose of further promoting its busi- 
ness in certain Eastern territory, and thereby authorized and 
licensed the plaintiff to solicit and execute in its own name hydro- 
lithic coating and construction work for a period of five years 
ending January I, 1911, with the understanding that such work 
should be stamped “Winslow’s Hydrolithic System,” and_ that 
the plaintiff should not have the right to advertise or represent 
in any way whatsoever that it was the manufacturer of hydro- 
lithic coating or cement, and would otherwise protect the patent 
rights of the E. J. Winslow Company. A petition in bankruptcy 
was presented against the E. J]. Winslow Company, and on April 
16, 1908, Edwin D. Buell was appointed receiver of such com- 
pany’s property. On April 27, 1908, the adjudication in bank- 
ruptevy was entered, and on May 25, 1908, said Edwin D. Buell 
was appointed trustee of the estate of said bankrupt; thereafter 
by an order of the District Court of the United States for the 
Northern District of Ilinois, bearing date the 22d day of June, 
1908, said trustee was duly authorized to transfer to one Oscar 
Reithel all of such trustee’s right, title and interest in and to all 
the property of said bankrupt except the accounts and bills re- 
ceivable, and in pursuance of such order said trustee by an in- 
strument dated the 25th day of June, 1908, transferred such prop- 
erty to said Oscar Reithel, who thereupon and on the same day 
indorsed upon such instrument an assignment of such property 
to William H. Werner, William H. Pronger and John L., 
Zacharias, who transferred all their right, title and interest in 
such property to one Emery C. Pronger. After the failure of 
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the E. J. Winslow Company, E. J. Winslow formed the defendant 
company and became its president, and the business of the defunct 


concern was continued by the defendant in the offices formerly 
occupied by the E. |. Winslow Company, and the defendant com- 
pany continued to use and advertise the word “Hydrolithic” and 
the trade-mark heretofore used by the E. J. Winslow Company. 
On or about December 1, 1908, an order was entered in the 
bankruptcy proceeding authorizing the trustee to pay the plaintiff 
$250 in full and complete settlement, satisfaction and discharge 
of all claims and demands whatsoever of the plaintiff against the 
bankrupt estate upon open accounts or under said contract, and 
such settlement was accepted by plaintiff and duly made. There- 
after, on the application of the defendant, the trustee in bank- 
ruptey made application to court for leave to sell the good will 
of the business theretofore conducted by the E. |. Winslow Com- 
pany and the right to use the word “Hydrolithic” and the trade- 
mark hereinbefore mentioned for $50, and the court by an order 
dated April 13, 1909, authorized said trustee to transfer to the 
defendant all of his right, title and interest as trustee in said 
good will in the word “Hydrolithic” and in the trade-mark afore- 
sail, and thereafter by an instrument dated April 13, 1909, said 
trustee transferred his interest in such property to the defendant 
accordingly. On April 18, 1910, Oscar Reithel executed an as- 
signment to the defendant company of all his right to such good 
will, word and trade-mark. The plaintiff caused the hydrolithic 
cement theretofore manufactured by the E. J]. Winslow Com- 
pany to be analyzed (an absolute violation of the agreement under 
which it received its original license) and, after the discontinu- 
ance in manufacturing and sale of the waterproofing cement and 
coatings by the bankrupt aforesaid, continued in this State in its 
own name the business of securing contracts for and supplying 
the said material and applying the same to the structures to be 
waterproofed under the name “Hydrolithic’’ and said trade- 
mark, claiming that it “automatically inherited the name” under 
its contract aforesaid. The defendant likewise continued the 
use of said trade-name and mark in the State of Illinois and else- 
where, and since February 15, 1910, entered into the New York 
territory with its business under such trade-name and mark. By 
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the issuance and distribution of advertising matter by both parties 
and their predecessors in the business aforesaid, as well as by the 
methods employed by such parties, the word “Hydrolithic’” has 
become known as a word indicating a certain waterproofing 
cement made and sold by plaintiff as well as by the Winslow 

Company. In so far as the plaintiff is concerned, it is evident 
that it simply appropriated the good will, trade-name and mark 
of the E. J. Winslow Company after that concern was unable to 
perform its contract with the plaintiff, and | am of the opinion 
that the plaintiff has not established any right thereto under the 
circumstances existing in this case. I find more difficulty in dis- 
posing of the claim of the defendant. There is no doubt but 
that Fdward J. Winslow was the original owner of all the rights 
in question. But for his testimony that in transferring his busi 

ness to the E. J. Winslow Company he made a verbal agree- 
ment with such company whereby he reserved the product and 
the trade-name, and granted a mere license to such company to 
use the same, the question of the defendant’s claim would like 

wise be easily disposed of. But I am not inclined to attribute 
any great or convincing force to this testimony that by oral under- 
standing or through process of mental reservation there was with 

held from the transfer made by Mr. Winslow to the compariy 
that which would necessarily constitute its very life; and when 
viewed in the light that such testimony has been elicited from a 
party in interest, and that such testimony is wholly inconsistent 
and at variance with the reasonable deductions or conclusions to 
be drawn from the documentary proof in the case, the result is 
that there can be little doubt that all of Winslow’s interest and 
rights without reservation of any kind passed to the E. J. Wins- 
low Company. It follows, therefore, that such rights passed to 
the trustee in the bankruptcy proceeding, and as the trustee sold 
under the order of the court all the property of the bankrupt, 
except the book accounts and bills receivable, to Oscar Reithel, 
who immediately transferred the same to Werner, Pronger and 
Zacharias, the subsequent assignments by the trustee and Reithel 
to the defendant company passed no title to the same. The com- 
plaint and the counterclaim are dismissed, without costs to either 
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party as against the other. Submit findings and decision in ac- 


cordance with this opinion. 


| That the title to the trade-mark or trade-name follows the sale of 


the business and good will, see, Baglin v. Cusenier Co., Reporter, Vol. 
I, p. 147; James Van Dyk Co., et al., v. F. V. Reilly Co., et al., Id. p. 
317; Ludwig & Co. v. Claviola Co., Id. p. 26. And see, Jaysee Corset 
Co., in Bankruptcy, Id. p. 315.] 


COURT OF APPEALS OF THE DISTRICT OF 
COLUMBIA 


CARMEL WINE COMPANY vy. CALIFORNIA WINERY. 
(174 O. G., 586.) 
December 4, IQIl. 


I. CANCELLATION—CONFLICTING MARKS. 


\ mark the essential feature of which is stated to be “the represen- 
tation of a vineyard, a herd of camels and two men bearing a grape” 
is deceptively similar to a mark consisting of the representation of two 
men bearing a bunch of grapes in the same manner as in the other 
mark, 


No one has a right to incorporate the mark of another as an 
essential feature of his mark. Such a practice would lead to endless 
confusion and deprive the owner of a mark of the just protection which 
the law accords him. 


2. CANCELLATION—PRriorITY OF USE. 
On the evidence, /ield that appellee adopted and used its mark 
prior to the appellant and that as the marks are deceptively similar, 
a petition for the cancellation of the registration of appellant's mark 


was properly sustained 


Vr. Walter F. Rogers, for the appellant. 
Mr. A. E. Wallace, for the appellee. 


Ross, J.—This is an appeal from a decision of the Commis- 
sioner of Patents sustaining the petition of the California Winery, 
appellee here, for the cancellation of appellant's trade-mark regis- 
tration. 

Two questions are presented in this appeal, whether the 
marks are so similar— 
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as to be likely to cause confusion or mistake in the mind of the 
or to deceive purchasers, (33 Stat. 724.) 


public 





and, if so, whether appellee is entitled to priority of adoption 
and use. Appellant’s mark is a label containing certain pictorial 
representations, the essential feature of which, as stated in its 
application, 


is the representation of a vineyard, a herd of camels, and two men bear- 
ing a grape. 


These men are apparently garbed in the costume of Bible 
times, and this particular feature of the mark was undoubtedly 
inspired by the allusion in Numbers xiii, 23, to the cutting of a 
cluster of grapes and the bearing of it “between two upon a staff. 

An examination of appellant’s mark shows that the “two men 
bearing a grape” is its most striking feature. The figures of the 
men are considerably larger than the figures of the camels, and 
even the bunch of grapes carried by the men looks larger than 
any of the camels. 

The mark claimed by appellee is a label containing a pictorial 
representation of two men with dress similar to that in appellant's 
mark, these men bearing a bunch of grapes between them as in 
appellant’s mark. 

We think it is apparent, without argument, that the two 
marks are deceptively similar within the meaning of the statute. 
It goes without saying that one has no right to incorporate the 
mark of another as an essential feature of his mark. Such a 
practice would lead to no end of confusion and deprive the 
owner of a mark of the just protection which the law accords 
him. 

Appellant’s mark was first used in this country in about 1898. 


appellee as to when it first adopted and used its mark. Fred J. 


We will here briefly review the evidence introduced by the 


Keisel, a man sixty-seven years of age, the organizer of the 
California Winery Company in the summer of 1895 and familiar 
with its affairs since that date, testified that upon the organization 
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of the company he visited an engraver in Sacramento, Cal., and 


there selected from among the designs shown him- 


the picture, or design, of Joshua and Caleb carrying between them, sus 
pended on a pole, a large bunch of grapes; 


that this design was immediately used as the company’s trade- 
mark and soon thereafter, at the suggestion of the witness, it was 
registered in Mida’s Criterion, a liquor-trade-mark registry 
bureau. <A certificate of this registration was issued by this 
bureau under date of September 16, 1895. The witness further 
testified that he had personal knowledge that this “Joshua and 
Caleb” mark had been in continuous use by appellee since its 
adoption. 

Kred W. Keisel, a son of the previous witness and a banker 
by occupation, testified that he was the president of the appellee 
company ; that he was first connected with the company in 1894, 
as manager; that he was sent there by his father, who then had 
an option to purchase the winery, which option was taken up 
early in July of 1895; that this “Joshua and Caleb” mark was 
immediately thereafter adopted, and has ever since constituted 
the company’s mark. The witness gave the names and addresses 
of individuals and firms to whom his company had shipped goods 
under this mark from 1895 to the present time. He identified 
a circular bearing this mark and containing in writing “July 1oth, 
1895." This notation, he testified, was in his own handwriting 
and presumably made on the date it appears to have been made. 
The witness further testified that when the cement sidewalk in 
front of the premises occupied by the Winery Company was con- 
structed in December, 1895, he procured a wood cut of his trade- 
mark about twelve inches square and impressed the mark in the 
sidewalk in two or three places, and that the impression has been 
there ever since. This last testimony was directly corroborated 
bv the older Keisel and also by a Mr. Sheehan, who testified that 
at the time the impression was made in the sidewalk he lived 
within two or three blocks of the winery, frequently passed the 
premises, and observed this “Joshua and Caleb” mark, with the 
date 1895, stamped in the walk. There is considerable other 
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testimony tending to show prior adoption and use of this trade- 
mark by appellee, but we do not deem it necessary to review it 
further. 

Nothwithstanding the above briefly-outlined evidence in favor 
of appellee, in contradiction of which no testimony has been 
introduced, appellant contends that the mark first adopted and 
used by appellee was not the mark of the issue but a mark con- 
taining a pictorial representation of two men dressed as hunters 
and bearing a large bunch of grapes between them. This con- 
tention grows out of an exhibit introduced by appellee. This 
exhibit is a photograph which purports to have been taken in 
November of 1895 and shows employees of appellee seated upon 
and about several barrels of appellee’s goods, upon the ends of 
which was stenciled a mark of two hunters bearing a large bunch 
of grapes between them. The evidence above outlined is of too 
convincing character to be overcome by this photograph. It may 
well be that the stenciling of these barrels was an experimental 
variation of the “Joshua and Caleb” mark. 


We conclude, therefore, that the decision of the Commis- 


sioner was right and must be affirmed. The clerk will certify 
this opinion according to law. 


THe Summit Crry Soar Works v. THE STANDARD 
Soap CoMPANY. 


(1740. G., 587.) 
December 4, I9TT. 


OpposITliON—CONFLICTING MARKS. 

A mark consisting of the representation of the head of a mammoth 
and the word “Mammoth” is not deceptively similar to a mark con- 
sisting of the representation of two elephants in the attitude of a 
mother washing her child, used in connection with the words “Rub- 
No-More-Soap.” 


Mr. Arthur Steuart and Mr. J. E. Cross, for the appellant. 
Mr. W. G. Henderson, for the appellee. 
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VAN OrsDEL, J.—This is a trade-mark opposition. Appellee 
company sought to register a trade-mark to be used on toilet soap 
consisting of the word “Mammoth,” associated with a picture of 
the head and shoulders of the prehistoric animal, the mammoth. 
Appellant company, in its notice of opposition, describes its mark 


as 


the picture of two elephants in the attitude of a mother washing her 
child. This was commonly used in connection with the inscription, “Rub- 


No-More Soap.” 
The material allegations as to the identity of the marks are 
state; in the notice of opposition as follows: 


That the alleged trade-mark to which the above-mentioned ap 
plication relates has such a near resemblance to the opponent’s trade-mark, 
as to be certain to be mistaken therefor by the public and cause the ap 
plicant’s goods to be substituted as and for the opponent’s goods to the 


damage of the opponent and the deception of the public 
8. That the picture is the most prominent feature of both marks 
and, in general appearance, the animals illustrated in the two pictures 


are substantially identical and both marks are appropriated to goods of 
the same descriptive properties. If the applicant is allowed to register 
or use the said alleged trade-mark, the trade and the public will be de 
ceived and the opponent injured 


\ppellee, the applicant, contends that its mark is not so 
similar to appellant’s mark, though concededly used upon the same 
class of merchandise, as to be likely to create confusion in trade. 
\ppellant’s mark was registered February 6, 1900. The appellee 
took no testimony and established no date of adoption and use. 
The whole case turns, therefore, upon the similarity of the marks 
and the probability of their concurrent use creating confusion in 
trace. 

“he Examiner of Interferences sustained the opposition, and 
refused the registration of appellee’s mark. This ruling was 
reversed by the Commissioner of Patents, from whose decision 
this appeal was taken. 

The Commissioner turned the case upon the recent decision 
of this court in Nestle & Anglo-Swiss Condensed Milk Co. v. 
Walter Baker & Co. Ltd., (37 App. D. C., 148.) In that case 
the marks were used on cocoa, chocolate, broma and cocoa prepa- 
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rations. The mark of the appellant consisted of the picture of a 
milkniaid in Swiss costume carrying a milk-pail in her right hand 
and another on her head, with the words “Milkmaid Brand ;” 
while the mark of appellee consisted of the picture of a waitress 
in Puritan or Quaker costume carrying a tray supporting cups. 

It was there held that the words “Milkmaid Brand,” used in 
connection with the picture, was a distinguishing feature of the 
mark. Here the word “Mammoth” and the words “Rub-No- 
More-Soap,” appearing as parts of the respective marks, may be 
held to be distinguishing features. Their tendency, we think, is 


not to attach to the products bearing these marks the trade-name, 


“Elephant Brand.” The word “Mammoth” instantly attracts at- 


tention to the distinction plainly apparent between the pictures, 
which are the dominating features of the marks. The slight 
tendency there would be to confusion from the similarity of the 
pictures is removed by the suggestion on the label itself of the 
distinction which, in fact, plainly exists. The inclusion of the 
name of the animal illustrated on appellee’s mark so distinguishes 
it from appellant’s mark as to remove the probability of confusion. 

This court has adopted a strict rule in refusing registration 
in all cases where the apparent similarity would probably lead to 
confusion in trade, holding that the field of selection for marks is 
so broad that no necessity exists for the invasion of one trader 
upon even the apparent rights of another, and that the broadest 
protection will be afforded the purchasing, consuming public by 
the courts. In this case, however, there is no such similarity as 
would impel us to hold that the mark sought to be registered by 
appellee, invades the right of appellant, or tends to create con- 
fusion in trade. 

The decision of the Commissioner of Patents is affirmed, and 
the clerk is directed to certify these proceedings as by law re- 
quired. 
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C. A. GAMBRILL MANUFACTURING Co. v. H. BECKER & Co. 


(173 O. G.,, 863.) 


October - IQ]. 


GEOGRAPHICAL TERM—ORANGE GROVE. 

A trade-mark for wheat flour, consisting of the word “Orange 
Grove” and the representation of a twig having oranges thereon is a 
fanciful mark and not a geographical term. 


Messrs. Taylor & Hulse and Messrs. Steuart & Steuart for 
C. A. Gambrill Manufacturing Company. 
Mr. Arthur von Briesen for H. Becker & Company. 


Moore, Commissioner.—This is an appeal by H. Becker & : 
Company from a decision of the Examiner of Interferences | 
awarding priority to C. A. Gambrill Manufacturing Company and 
adjudging that it is entitled to register the mark for which it has 
made application. 

H. Becker & Company is a registrant, its mark consisting of 
the words “Orange Mills.” The C. A. Gambrill Manufacturing 
Company seeks to register a mark consisting of the words “Orange 
Grove” and the representation of a twig having oranges thereon. 

This mark was presented for registration under the ten-year 
clause of the Trade-Mark Act. The proof offered on behalf of 
H. Becker & Company merely established that it had used the 
mark “Orange Mills’ during the ten-year period. The proof 
offered on behalf of the C. A. Gambrill Manufacturing Company 
established that it had used its mark since a time long prior to 
the beginning of that period. 

It is contended on behalf of H. Becker & Company that the 
mark sought to be registered by the C. A. Gambrill Manufacturing 
Company is geographical and that the applicant did not have ex- 
clusive use of this mark during the ten-year period. The Ex- 
aminer of Interferences held that the mark was a technical trade- 
mark and that therefore the allegation of ten years’ exclusive use 


could be regarded as surplusage, and since so far as the testimony 
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shows the C. A. Gambrill Manufacturing Company was the first 
to adopt the mark it was entitled to register the same. 

[ am of the opinion that the mark sought to be registered 
by the C. A. Gambrill Manufacturing Company does not fall 
within the prohibition of the statute against the registration of 
marks which are merely geographical. There are many places, 
it is true, named “Orange,” and it appears that there are one or 
two small places in the United States named “Orange Grove,” 
one of which is a station on the Baltimore and Ohio Railroad near 
Saltimore, at which the mill of the applicant was at one time at 
least located; but taking the mark as a whole it is believed to be 
clearly a fanciful mark. This being the case, it is well settled that 
the mark is entitled to registration as a technical trade-mark, 
notwithstanding the fact that the declaration contains an allega- 
tion of exclusive use during the ten-year period. (E&. Mcllhenny 
v. New Iberia Extract of Tabasco Pepper Co., 153 O. G., 5473; 34 
App. D. C., 430.) 


As the testimony offered on behalf of the C. A. Gambrill 


Manufacturing Company establishes use long prior to any date 


established by the registrant, the former is entitled to register its 
mark. 


The decision of the Examiner of Interferences is affirmed. 


Ex PARTE, SEABURY & JOITNSON. 
(173 O. G., 865.) 


November 21, IQIt. 


1. INFRINGING MARKS—TEST. 

The true test of infringement between marks is, whether a pur- 
chaser, looking at an article offered to him would be led by the mark, 
to suppose that the product was one of a rival manufacturer with 
whose trade-mark he was familiar. 

2. Goons oF THE SAME DESCRIPTIVE PROPERTIES. 

“Wood wool” used as a medicinal preparation, and “paper wool” 

used for bandages, are goods of the same descriptive properties. 


Me Calver & Calver for the applicant. 
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TENNANT, Assistant Commissioner.—This is an appeal from 
the action of the Examiner of Trade-Marks refusing to register 
a trade-mark described as follows: 







This trade-mark consists of a circular seal with a serrated peripheral 
edge and red background. In the center of the seal is a red cross on a 
circular white ground or space, and surrounding said white ground or 
space are represented a series of overlapping medals outside of which is 
shown a wreath of leaves in green surrounded by scroll-like ornamental 


work in black. 














Registration was refused on the mark registered to Hartman 
Marci 6, 1888, No. 15,256. This mark is described by the regis- 
trant as follows: 








The trade-mark consists of the representation of a Greek cross printed 
in red on a white disk-shaped ground and two Esculapian staves crossed 
at the back of the same and projecting from the inner corners of the 
cross. Around the disk is a circular gold band, on which are arranged 
the words “Verband-Baumwolle. Paul Hartmann, Heidenheim, Wirttb.,” 
the whole being surrounded by a plain circular border 
























The applicant points out certain differences between the marks, 
and while such differences exist it is believed that, taken as a whole, 
the marks so nearly resemble each other that confusion would be 
likely to arise from their simultaneous use when applied to goods 
of the same descriptive properties. It is true that if the marks 
were put side by side their differences could be easily discovered ; 
but this fact is not sufficient to determine that there is no such 
similarity as to be likely to cause confusion in trade. The true 
test is whether a purchaser looking at an article offered to him 
would naturally be led, from the mark impressed upon it, to 
suppose it to be a production of a rival manufacturer with whose 
mark he was familiar. (4A. Y. McDonald & Morris Mfq. Co. v. 
H,. Mueller Mfg. Co., 183 Fed. Rep., 972; McLean v. Fleming, 96 
U. S., 245; Seixo v. Provesende, L. R., 1 ch., App., 196.) 
Appellant contends that its goods and the goods of the regis- 
trant are not of the same descriptive properties; but it is believed 
that the Examiner was clearly right in holding that “wood-wool” 
used as a medicinal preparation is goods of the same descriptive 
properties as “paper-wool” used for bandages, ete. 
Appellant also points out that the testimony in the interfer- 
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¢ 


ence of Seabury & Johnson v. Johnson & Johnson establishes a 
date of use by it prior to the alleged date of adoption by the regis- 
trant; but the testimony taken in this case would clearly not be 


binding upon the registrant, since he was no party to that pro- 


ceeding, and this testimony would merely establish appellant’s 
right to an interference with the registrant. 
The decision of the Examiner of Trade-Marks is affirmed. 


Ex PARTE, WARREN WeEprstTER & COMPANY. 
(174 O. G., 287.) 
November 20, IQII. 


DescrIPTIVE TERM—“MopuLaATION” FoR STEAM-HEATING AND VENTI- 
LATING APPARATUS. 
The word “Modulation” is descriptive as applied to steam-heating 
and ventilating apparatus, and hence not registrable as a trade-mark 
therefor. 


Mr. Rudolph M. Hunter, for the applicants. 


Moore, Commissioner.—This is an appeal from the decision 
of the Examiner of Trade-Marks refusing to register the word 
“Modulation” as a trade-mark for steamheating and ventilating 
apparatus, on the ground that it is descriptive of a characteristic 
or quality thereof. 

The Examiner cites the definition of the word “modulation” 
as found in the Century Dictionary— 


a state or condition reached by 


a process of modulating, modifying, or 
varying, 


and has also drawn attention to a patent owned by applicants for 
registration in which the following language is used: 


The object of my invention is to provide a simple construction of 
valve especially adapted as a modulation-valve for use in steam-heating 
systems and more especially for controlling the supply of steam to the 
radiator thereof, whereby predetermined amounts of steam may be ad- 
mitted to the radiator to suit the particular heating requirements thereof. 
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In my opinion the word “Modulation” is descriptive of the 








character of the goods in the same way that the expression ‘*Get- 
Well” is descriptive of a medicine, as it has been held to be. 
(In re Anti-Cori-Zine Company, 151 O. G., 452; 34 App. D. C., 
191.) 







It is believed that the registration was properly refused. 
The decision of the Examiner of Trade-Marks is affirmed. 





Ex Parte, SocrerE ANONYME Des USINES REmy. 





(174 O. G., 585.) 






Vovember 28, 1011. 





REGISTRATION—A PPLICATION—DECLARATION, 

\ statement that a mark has been in exclusive use for ten years 
next preceding the passage of the Trade-Mark Act is not sufficient to 
bring the case under the provisions of that act as amended, since the 
amendment requires that the use must have been exclusive for “ten 
years next preceding February 20, 1905. 














Mr. Henri Van Oldenneel, for the applicant. 


TENNANT, Assistant Commissioner.—This is a petition that 
the requirement of the Examiner that a new declaration be fur- 
nished be set aside and the declaration already filed be accepted. 

This application is presented for registration under the ten- 
year proviso of section 5 of the act of February 20, 1905, and the 
declaration concludes as follows: 

* * * That said mark has been in actual use as a trade-mark of the 
applicants and of applicants’ predecessors in business from whom title 
was derived for ten years next preceding the passage of the act of Feb- 


ruary 20, 1905, and that, to the best of deponent’s knowledge and belief, 
such use has been exclusive 
















The Examiner in his first letter criticized the declaration as 
fc 1 ws: 





The words “the passage of the act of” should not have appeared 
therein. (See Trade-Mark Law Amendment, 163 O. G., 733.) 

It is pointed out in response by counsel for the applicant that 
the Rules of Practice which were issued prior to the date of the 
passage of the amendment to the Trade-Mark Law which was 
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approved February 18, 1911, and also the copies which were 
furnished to him afterward contained in Form 8 of the Appendix 
a declaration in the precise terms used by the applicant. It is 
urged that in view of these facts the requirement for a new 
declaration should be waived. 

In the act of February 20, 1905, the ten-year proviso con- 
tained the requirement that the marks must have been inexclusive 
use as a trade-mark by the applicant or his predecessors “for ten 
years next preceding the passage of this act.”” This provision was 
construed in the case of Joseph P. Funke Company (124 O. G., 
2° on that the period covered by exclusive use to war- 
rant registtation must be the period of ten years next preceding 
Ap**1, 1905. In that decision it was stated that— 

The expression, “passage of the act,” as usually construed when 
used to fix a date in a statute which goes into effect upon a different date 
from that upon which it is enacted or approved refers to the going into 
effect of the act and not to its approval 

By the amendment which was approved February 18, 1911, 
the terms of the statute were modified to provide that the period 


of exclusive use must be “ten years next preceding February 20, 
1905.” The provisions of section 5 of the act of February 
20, 1905, as amended are conditions precedent to the issuance 


of a certificate of registration, and since such a grant follows the 
course of statutory procedure it is necessary that the applicant 
should follow the terms prescribed by statute. It is therefore 
held that the requirement of the Examiner that a new declaration 
should be filed is right. 

It is unfortunate that in the present case the applicant has 
been misled by publications issued from this Office. It is to be 
noted, however, that it has been the practice of the Office ever 
since the passage of the amendment of February 18, 1911, to in- 
close in the copy of Trade-Mark Rules a printed copy of the 
Trade Mark Law. Notice of such amended law was also pub- 
lished in the OrrictaL GAzerTrE immediately after its approval. 
Under these circumstances it is not believed that the excuse given 
by the applicant is entitled to any special consideration, even if it 
could otherwise be accepted. 

The petition is denied. 








